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Art Unit: 1751 ' 

DETAILED ACTION 
Election/Restrictions 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-21, 24 and 25, drawn to compositions comprising pentafluoroethane. 

Group II, claim(s) 1-21, 24 and 25, drawn to compositions comprising 
trifluoromethoxydifluoromethane. 

Group III, claim(s) 1-21, 24 and 25, drawn to compositions comprising 
hexafluorocyclopropane. 

Group IV, claim(s) 1-21 , 24 and 25, drawn to compositions comprising a mixture of two 
or more of the above. Should this group be chosen, further restriction will be required. 

Having elected one of Groups l-IV, further restriction is required: 

Each of the refrigerants in part (b), plus combinations of the refrigerants, constitutes a 
separate group, for a total of five groups, A-E. 

Having elected one of Groups A-E, further restriction is required: 

Each hydrocarbon in part (c) represents a separate group. As the list of hydrocarbons is 
essentially infinite, no numbering was attempted. 

2. The inventions listed as Groups lA-IVE do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: No feature unites the 
inventions, as all components are variable, and most or all are well known refrigerants. 
In addition, part (c) of claim 1 is essentially infinite. 

3. During a telephone conversation with Ms. Mary Ann Capria on January 14, 2007 
a provisional election was made without traverse to prosecute the invention of (a) = 
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pentafluoroethane; (b) = 1,1,1,2,3,3,3-heptafluoropropane; and (c) = butane or 
isobutane, claims 1 -9, 1 1 -1 3, 1 5-21 , 24 and 25. Affirmation of this election must be 
made by applicant in replying to this Office action. Claims 10 and 14 are withdrawn 
from further consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non- 
elected invention. The remaining claims were searched and examined only to the extent 
that they read on the elected invention. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1 .17(i). 



Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claims 1-9, 11-13, 15-21 , 24 and 25 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-24 of U.S. 
Patent No. 6,655,160. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the patented claims recite compositions 
comprising refrigerants from each of the Markush groups presently recited in amounts 
which overlap those presently recited. This reference differs from the presently claimed 
subject matter in that it does not recite a composition which reads on the present claims 
with sufficient specificity to constitute anticipation. 

It would have been obvious at the time the invention was made to make such a 
composition, because this reference recites compositions comprising all of the. 
ingredients presently recited by applicants for inclusion in a refrigerant composition. The 
person of ordinary skill in the refrigeration art would expect the recited compositions to 
have properties similar to those compositions which are exemplified, absent a showing 
to the contrary. 

In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodmff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 
1990). 

7. Claims 1-9, 11-13, 15-21 , 24 and 25 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 24- 
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41 of copending Application No. 10/632,817 and claims 1, 14. 15, 20-22, 24 and 26-33 
of copending Application No. 10/936,717. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the patented claims 
recite compositions comprising refrigerants from each of the Markush groups presently 
recited in amounts which overlap those presently recited. This reference differs from the 
presently claimed subject matter in that it does not recite a composition which reads on 
the present claims with sufficient specificity to constitute anticipation. 

It would have been obvious at the time the invention was made to make such a 
composition, because this reference recites compositions comprising all of the 
ingredients presently recited by applicants for inclusion in a refrigerant composition. The 
person of ordinary skill in the refrigeration art would expect the recited compositions to 
have properties similar to those compositions which are exemplified, absent a showing 
to the contrary. 

In the case where the claimed ranges overlap or lie Inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodmff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 
1990).. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

8. All of the double patenting rejections can be overcome by amending the claims to 
recite only the elected invention. No claims can pass to issue until all non-elected 
subject matter has been deleted from the claims. 
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Claim Rejections - 35 USC §112 

9. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process'of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

10. Claims1-9, 11-13. 15-21, 24 and 25 are rejected under 35 U.S.C. 112. first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s). at the time the 
application was filed, had possession of the claimed invention. In part (b), "1 ,1 ,1 ,2,3,3- 
heptafluoropropane" should be either "1,1,1,2,2,3,3-heptafluoropropane" or 
"1,1.1.2.3,3.3-heptafluoropropane". Both are known refrigerants. R227ca and R227ea, 
respectively. The examiner cannot find any indication in the specification or the priority 
documents regarding which isomer was Intended. There is a two-prong test for 
correcting obvious chemical errors: It must be obvious that an error exists, and the 
correction should be obvious. Applicant's claims fail the latter test. 

1 1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

12. Claims 1-9, 11-13, 15-21, 24 and 25 are rejected under 35 U.S.C. 112. second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. In part (b). "1.1,1.2,3.3- 



Application/Control Number: 10/536,987 
Art Unit: 1751 



Page 7 



heptafluoropropane" should be either "1,1,1,2,3,3,3-heptafluoroprbpane" or 
"1 ,1,1 ,2,2,3,3-heptafluoropropane", and there is no way to detennine which was 
intended. (See 112 1^*. paragraph rejection above.) 

Claim Rejections ■ 35 USC § 103 

1 3. The following is a quotation of 35 U.S.C. 103(a) which fornis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not comriionly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 
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, Claims 1-9, 11-13, 15, 16, 18, 20, 21, 24 and 25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over GB 2,327,427A. The reference discloses refrigerant 
compositions comprising 5-60% of one or more (a) components, which may be 
pentafluoroethane; 30-94% of one or more (b) components, which may be 1 ,1 ,1 ,2,3,3.3- 
heptafluoropropane or 1,1,1, 2,2,3,3-heptafluoropropane; and an unsubstituted 
hydrocarbon of at least 4 carbons at 1-10% (abstract). Suitable hydrocarbons include 
butane (p. 4, line 5). The suitability of other hydrocarbons meets the limitations of claim 
6. While the limitations of claims 8 and 9 are not met, a prima facie case of obviousness 
exists where the claimed ranges and prior art ranges do not overlap but are close 
enough that one skilled in the art would have expected them to have the same 
properties. Titanium Mefa/s Corp. of America v. Banner, 778 F.2d 775, 227 USPQ 773 
(Fed. Cir. 1985). The limitations of claims 12 and 13 can be met while working within the 
general disclosure of the reference. Additional hydrofluorocarbons meeting the 
limitations of claims 16 and 18 are disclosed as suitable in the abstract, and the 
limitations of claims 20 and 21 can be met while working within the general disclosure of 
the reference. Claims 24 and 25 read on the disclosed use of the compositions. This 
reference differs from the claimed subject matter in that it does not disclose a 
composition which reads on applicant's claims with sufficient specificity to constitute 
anticipation. 

It would have been obvious at the time the invention was made to make such a 
composition, because this reference teaches that all of the ingredients recited by 
applicants are suitable for inclusion in a refrigerant composition. The person of ordinary 
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skill in the refrigeration art would expect the recited compositions to have properties 
similar to those compositions which are exemplified, absent a showing to the contrary. 

In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodmff, 919 F.2d 1575. 16 USPQ2d 1934 (Fed Cir. 
1990). 

16. Claims 1-9, 11-13, 15, 16, 18. 20. 21. 24 and 25 are rejected under 35 U.S.C. 
103(a) as being unpatentable over GB 2.356,867A. The reference discloses refrigerant 
compositions comprising at least 35% of one or more (a) components, which may be 
pentafluoroethane; at least 30% of one or more (b) components, which may be 
1,1,1 ,2,3.3,3-heptafluoropropane or 1 ,1 .1 ,2,2,3,3-heptafluoropropane; and n-butane or 
isobutane of at least 4 carbons at 1% to less than 2,3% (abstract). Since both 
hydrocarbons are disclosed as suitable, use of both would be obvious, meeting the 
limitations of claim 6. While the limitations of claims 2 and 3 are not met, a prima facie 
case of obviousness exists where the claimed ranges and prior art ranges do not 
overlap but are close enough that one skilled in the art would have expected them to 
have the same properties. Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 
227 USPQ 773 (Fed. Cir. 1985). The limitations of claims 12 and 13 can be met while 
working within the general disclosure of the reference. Additional hydrofluorocarbons 
meeting the limitations of claims 16 and 18 are disclosed as suitable in the abstract, and 
the limitations of claims 20 and 21 can be met while working within the general 
disclosure of the reference. Claims 24 and 25 read on the disclosed use of the 
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compositions. This reference differs from the claimed subject matter in that it does not 
disclose a composition which reads on applicant's claims with sufficient specificity to 
constitute anticipation. 

It would have been obvious at the time the invention was made to make such a 
composition, because this reference teaches that all of the ingredients recited by 
applicants are suitable for inclusion in a refrigerant composition. The person of ordinary 
skill in the refrigeration art would expect the recited compositions to have properties 
similar to those compositions which are exemplified, absent a showing to the contrary. 

In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists. In re Wertlieim, 541 F.2d 257. 
191 USPQ 90 (CCPA 1976); In re Woodmff, 919 F.2d 1575. 16 USPQ2d 1934 (Fed Cir. 
1990). 

17. Any prior art made of record and not relied upon is of interest and is considered 
pertinent to applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to the examiner, Dr. John R. Hardee, whose telephone 
number is (571) 272-1318. The examiner can normally be reached on Monday through 
Friday from 8:00 until 4:30. In the event that the examiner is not available, his 
supervisor. Mr. Douglas McGinty, may be reached at (571) 272-1029. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571) 273-8100. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




John R. Hardee 
Primary Examiner 
January 17, 2007 



